REMARKS 

EXAMINER REJECTION #1 - Information Disclosure Statement 

The Applicant is unclear as to the basis of rejection regarding the 
propriety of the Information Disclosure Statement (IDS). The Applicant has ^ 
submitted an IDS on October 23, 2000 in PT-1449 form. This submission should 
have been sufficient to satisfy 37 C.F.R. §1. 98(b). The Applicant has enclosed a 
copy of such IDS submission as verification. 

EXAMINER REJECTION #2 - Specification 

The Applicant has amended the specification to recite an [Ash] (ppm) 
instead of [Ash] (% weight). This should overcome the Examiner's objection 
regarding the plausibility of a % ash content being higher than 100% of the total 
weight. 

EXAMINER REJECTION #3. 4-35 U.S.C. §112. first paragraph 

The Examiner rejected Claim 3 under 35 U.S.C. §112, first paragraph, as 
containing subject matter which was not described in the specification in such a 
way as to enable one skilled in the art to make and/or use the invention. 

The Applicant respectfully disagrees with the Examiner's finding. The 
Examiner stated that "there is a high degree of error in determining the amount 
of inorganic substances such as titanium in a polypropylene polymer sample" 
according to Example 3 in Masino. However, this Example 3 recites that the 
observed productivity is inconsistent with the observed high residual titanium 
content of the product, and is probably due to high degrees of experimental error * 
(see Masino, column 12, lines 35-40). The high degree of experimental error is Hj^^ ^ 
referring to the observed high productivity, and^ not_the titanium conter^ * * ^ 




Furthermore, Masino recites that experimental error is attributed to the observed *" v 
high productivity. The term "experimental error" can have numerous 
interpretations, and all of the potential factors implemented in a given experiment 
should be considered. The Applicant does not believe that a person of ordinary 
skill in the art would have a difficult time to make or use the invention of Claim 3. 
The Applicant respectfully requests that the Examiner withdraw the rejection of 
Claim 3 under 35 U.S.C. §112, first paragraph. 
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EXAMINER REJECTION #5. 6-35 U.S.C. §112. second paragraph 

The Examiner rejected Claims 1-11 under 35 U.S.C. §112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject .natter which the Applicant regards as the invention. 

The Applicant respectfully disagrees with the Examiner's finding. In Claim 



indefinite because a person of ordinary skill in the art would not know at what 
critical concentration is considered "essentially free." However, the Applicant 
recites that the phrase "free or essentially free, of phenolic antioxidant" means 
that no phenolic antioxidant is ^liberatej yjadded to the instant composition in 



supporting language should be sufficient to overcome the Examiner's rejection 
regarding Claim 1. 

The Examiner also rejected Claims 10 and 11 under the above-mentioned 
section, as well as 35 U.S.C. §101. As shown in the Amendments, the Applicant 
has cancelled Claims 10 and 11. Thus, the rejections of these claims under 35 
U.S.C. §101 and §112 shall no longer apply. 

EXAMINER REJECTION #7. 8-35 U.S.C. §103 

The Examiner rejected Claims 1,2,5-8 under 35 U.S.C. §1 03(a) as being 
unpatentable over McCullough et al. (WO 00/12605) in view of Ushioda et al. 
(US 6,410,662 B1). 

The Applicant respectfully disagrees with the Examiner's finding. To 
establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there 
must be a reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. The 
teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in applicant's 
disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

The composition recited by the Applicant injClaim 1 Js disting uishable 
from the composition recited in McCullough. The Applicant's composition, as 
stated above,HsTree~or essentially free oT^henolic antioxidant. By contrast, the 



1, the Examiner stated 




considered 



order to achieve stabilization (see specification, page 2, lines 7-11). This 



composition in McCullough recites that "antioxidants which may be most "useful 



in the compositions of the present invention include primary antioxidants of 
phenolic type" (see McCullough, page 7, par.2). 




The inclusion of a nucleating agent from Ushioda into the invention of 
McCullough does not render Applicants claims obvious over the combination of ^ 
the cited references. The ^ggestion^to-comtunej^ 3 

not lead to a reasonable expectation^oLsuccess. Jmparting the teachings from \_ ^ J&f 

— — - — , . „.. — - " ^5 JfZ* m 

Ushioda of utilizing a nucleating agent into McCullough is improper here because ^ A$*r < 

the invention recited in McCullough, as stated above, is distinguishable from the f 0^ 

Applicant's claimed invention. Teaching the inclusion of a nucleating agent into \ £ * 

a composition that is different from the Applicant's claimed composition does not * 

render the Applicant's claimed invention obvious. The Applicant respectfully \ 

requests that the Examiner withdraw the rejection of Claims 1-2, 5-8 under 35 — ^ 
U.S.C. §1 03(a). 



EXAMINER REJECTION #9 - 35 U.S.C. S103 

The Examiner rejected Claim 3 under 35 U.S.C. §1 03(a) as being 
unpatentable over McCullough et al. (WO 00/12605) in view of Ushioda et al. 
(US 6,410,662 B1) and further in view of Masino (US 5,182,341). 

The Applicant respectfully disagrees with the Examiner's finding. The 
combination of the teachings from Ushioda and McCullough, namely imparting 
the teachings of using nucleating agents, has already been discussed above in 
the remarks about "Examiner Rejection #8." As for the teachings of Masino, the 
Examiner stated that "since Masino indicates that the preparation of a high melt 
flow polypropylene requires an amount of inorganic catalyst materials for carrying 
out the polymerization process, Masino clearly indicates that a propylene 
polymer such as the high melt flow polypropylene of McCullough would also 
contain a specific amount of inorganic residue." Howeyer, the Applicant's 
claimed invention does not include a recitation of afj^^ polypropylene 
with a specific melt flow as in Claim 1 of McCullough; Furthermore, as stated in 
remarks about "Examiner Rejection #8," the composition claimed in McCullough* 
is distinguishable from that of the Applicant's invention. The Examinerjalso 
stated that since the Applicants' specification "does not indicate the criticality of 
the claimed inorganic residue range, the rejection set forth is proper!" However, 
the specification need not necessarily disclose proportions jor ranges in a 
compositiofT^laifir*as^ritical in order for them to be considered as such, 



Jennings v. Brenner . Comr. Pats. (DCDC 1966), 555 F. Supp. 410, 150 USPQ 
167; Scandiamant Aktiebolaq v. Comr. Pats. . (CADC 1974), 509 F.2d 463, 184 
USPQ 201; In re Saunders et al. (CCPA 1971) 444 F.2d 599, 170 USPQ 213. 

EXAMINER REJECTION #10-35 U.S.C. 5103 

The Examiner rejected Claims 1 and 4 under 35 U.S.C. §1 03(a) as being 
unpatentable over Kobayashi et al. (US 6,238,615 B1). 

The Applicant respectfully disagrees with the Examiner's finding. The 
Examiner states that Kobay ashi dc ^s not suggest that one^orjdina^xskilUn the 
art must use_a j;tabjlizer,«such as a phenolic antioxidant, and that it would have 
be en obvioust o one^of^ipajy^skill in the art that a phenolic antioxidant is not a 
cri tical component. _ However, Kobayashi recites that the presennnventioFmay 
contain other additives such as stabilizers, neutralizing agents, antistatic agents, 
lubricants, etc... and that these known additives may be used in combination, 
insofar as they do not adversely affect the effects of the invention (see column 
11, lines 66-68; column 7, lines 1-3). Since Kobayashi does disclose the use of 
phenolic antioxidant in its Example 1^ then the use of such would not negatively 
affect the effects of the invention, according to the specification language cited 
above. For that example, the inclusion of a phe nolic antio xidant is a critical 
component. By contrast, the Applicant's invention recites a composition free or 
essentially free of phenolic antioxidant. The Applicant's invention recites the 
propriety of not using such phenolic antioxidants. Thus, it would not have been 
obvious to one of ordinary skill in the art to use all the teachings in Kobayashi to 
obtain the invention of claim 1 and 4. The Applicant respectfully requests that 
the Examiner withdraw the rejection of Claims 1 and 4 under 35 U.S.C. §1 03(a). 

EXAMINER REJECTION #11-35 U.S.C. $103 

The Examiner rejected Claim 9 under 35 U.S.C. §1 03(a) as being 
unpatentable over Kobayashi et al. (US 6,238,615 B1). 

The Applicant respectfully disagrees with the Examiner's finding. 
Replacing Kobayashi's sorbitol based nucleating agent with a phosphate based 
nucleating agent still would not overcome the criticality of having a phenolic 
antioxidant in the composition, as stated in the remarks about "Examiner 
rejection #10." Thus, replacing nucleating agents would not overcome the 
importance of having a phenolic antioxidant in Kobayashi. 



The Applicant respectfully requests that the Examiner consider the 
foregoing arguments. Applicant respectfully submits that Claims 1-9 are now in 
condition for allowance and respectfully request allowance of these claims 
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